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� NAS Report (April 2004) – “A Patent System for 
the 21st Century”

� 7 recommendations
1. Unitary, Flexible Patent System
2. Non-Obviousness Standard
3. Post-Grant
4. PTO Capabilities
5. Research Exemption
6. Subjective Elements of Litigation

a) Inequitable Conduct
b) Best Mode
c) Willful Infringement

7. Harmonization

The Playbook
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But landscape is changing…

The Supreme Court, Federal Circuit 
and PTO Have Jumped In

� Injunctions
� eBay  

� DJ Jurisdiction
� MedImmune

� 271(f)
� Microsoft 

� Obviousness Standards
� KSR 

� Willful Infringement
� Seagate

� PTO Continuation…Rules
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2007:  Bicameral and Bipartisan

� H.R. 1908, S. 1145 “Patent Reform Act of 
2007”

� Introduced April 18, 2007
� Sen. Leahy (D) and Rep. Berman (D), 

each with numerous original co-
sponsors

Chairman Leahy

Senator Hatch

Chairman Berman
Congressman Smith





 �

The Players
NAS Focused
� Coalition for 21st Century 

Patent Reform
� Innovation Alliance
� Universities (esp. WARF 

and UCal)
� PhRMA
� BIO

Defense Focused
� Coalition for Patent 

Fairness 
� Business Software 

Alliance
� Generic Drug Industry
� Financial Services 

Roundtable
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Weighing In
� Chief Judge Paul Michel
� Administration
� ABA-IPL Section 
� AIPLA
� IPO
� NAM 
� AFL-CIO 
� Communication Workers
� United Steel Workers
� Independent Inventors
� Venture Capital
� Medical Device Manufacturers Association



 �



 �



 �	



 ��



 ��

Message from Senators

“I have friends on both sides and I 

always vote in support of my friends.”

“Please work this out.”
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Negotiations

Berman

Pre Mark-Up
� Post-Grant

Specter/Feinstein 
Process  

August to Present
Damages

� Coalition for 21st 
Century Patent Reform

� Innovation Alliance
� Coalition for Patent 

Fairness
� BIO
� Univ. of California

Leahy/Hatch
September 24, 2007

All Issues
� Coalition for 21st Century 

Patent Reform
� Innovation Alliance
� Coalition for Patent 

Fairness
� PhRMA
� BIO
� Financial Services
� AAU
� Venture Capital
� Amber Wave
� Cisco
� GE
� Intellectual Ventures
� Motorola
� IBM
� Microsoft
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Damages (Apportionment)
 
� Issues:

� Damage awards and process distort system?
� System working well, individual cases few and aberational
� Technical and business model differentiation

� Some Concerns: 
� Possible erosion of patent right
� The wrong comparison at the wrong time?

� “Claimed Invention’s specific contribution over the prior art.”
� If not marked - 2, not 6, years of past damages.
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Post-Grant Review (PGR0

� Both Bills establish Opposition system
� Major issue: “Second Window”, i.e. post first 

period opposition

� House Bill:  Expand Inter partes 
Reexamination

� Senate Bill:  Second Window, with 
substantive limitations.
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Inequitable Conduct Reform
[Both Bills]

� Subjective and Patent quality issue
� “Quid pro quo” with Applicant Responsibilities 

(“AQS”)
� Mandatory search & analysis would add an average 

of more than $4200 to costs of filing a patent 
application (AIPLA Report of the Economic Survey 
2007)

� Oppostion?: Generic pharmaceuticals, Leahy 
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Venue

� Issue: “ED Tx: too ‘patent friendly’?”
� Current issues in Senate:

� May limit right for traditional research, 
development and manufacturing companies 
can sue where they do those activities.

� May allows foreign entry infringers to forum 
shop.
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First-inventor-to-file

� Filing date determines priority
� Invention date largely irrelevant
� No wrongful derivation
� Trigger in House version:requires action 

by Europe and Japan
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Permanent End to USPTO Fee 
Diversion
� Fees for service model
� Could lead to increase in fees, and then 

increase in service
� Issue:  Appropriators and OMB v. 

everyone else
� Senator Coburn Amendment: Rotating 

Fund
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Thank you


